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Utility

 35 U.S.C. ¤ 101

 Òany new and useful process, machine,

manufacture, or composition of matter, or

any new and useful improvement thereofÓ
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Utility

 Operability

Ò does it really do what the inventor says? Ó

perpetual motion, cold fusion, baldness cures

 Beneficial Utility

Ò is this a socially good use, or a bad one? Ó

 Practical Utility

Ò is a specific, substantial use disclosed here? Ó
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Lowell v. Lewis  (Cir. Ct. 1817)

 Patent for a pump

 Webster, for accused infringer É

ÒLowell must prove the patented pump is better
than the common pumpÓ

 Justice Story É  ÒNo!Ó

ÒusefulÓ contrasts with Òmischievous or immoralÓ

cannot be Òfrivolous or injurious to the well-
being, good policy, or sound morals of societyÓ
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Juicy Whip v. Orange Bang  (Fed Cir 1999)

 Patent covers post-mix dispenser

 Pre-mix dispenser with reservoir

Good Ð Reservoir attracts people

Bad Ð Can get contaminated; limited capacity

 Post-mix dispenser with reservoir

Good Ð Less contamination; larger capacity

Bad Ð Reservoir may deceive consumers
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Juicy Whip   contÕd

 Old 2d Circuit cases ?
Facts ?  Results ?

 Patent Office view of gambling machines ?

 Federal CircuitÕs approach ?

 What if É
É  consumers get deceived ?

É  ÒfalseÓ reservoir is against state law ?
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Brenner v. Manson  (1966)

 Rival inventors Manson, Ringold

Relative timing is crucial / Òfirst to inventÓ rules

 Manson invents new chemical process to

make known steroid

 Usefulness as of early December 1956 ?
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Manson    contÕd

 PTO Ð Rejected the application

Òyou didnÕt know a use for the result of your

processÓ

 CCPA Ð Accepted the application

Òif the resulting product is not detrimental, you

donÕt need to have known a use for the resultÓ
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Manson    contÕd

 ÒProcess makes intended productÓ

CCPA

 ÒProcess makes product with known useÓ

Patent Office, Manson

 ÒProcess makes product being investigatedÓ

MansonÕs fall-back


