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Federal Circuit’s “Suggestion Test”

e TSM test helps stop hindsight bias
e In re Dembiczak (Fed Cir ’99)

“the best defense against the subtle but powerful
attraction of hindsight-based obviousness analysis is
the rigorous application of the requirement for a
showing of the teaching or motivation to combine
prior art references”

e In re Nomiya, 509 F.2d 566, 573 (CCPA '75)
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Federal Circuit’s Phosita

e Won't (can’t ?) remix known components

e Standard Oil v. Am. Cyanamid (Fed Cir '85)

“A person of ordinary skill in the art is also presumed to be one
who thinks along the line of conventional wisdom in the art and
is not one who undertakes to innovate, whether by patient,

and often expensive, systematic research or by extraordinary
insights, it makes no difference which.”
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Federal Circuit’s Phosita

e Samson Vermont, A New Way ... (2001)

“If a mediocre artisan has to do more than read
the prior art and myopically follow its
suggestions, the invention is not obvious.”

e FTC Report (2003)

“The suggestion test, rigidly applied, assumes
away a phosita’s typical levels of creativity and
insight ... .”
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Balancing Errors

And the claim is held to be E
What's worse: Wrong rejection,

or wrong allowance?
Obvious Nonobvious
Obvious Okay Error
The invention (SCt)
would have been E (Fed Cir)
Nonobvious Error Okay
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KSR v. Teleflex (S. Ct. 2007)

e Claim 4 of the '565 patent

Combined (a) adjustable gas pedal, (b) sensor for
computer-controlled throttle

e D. Ct.

Summary judgment of invalidity - “obvious”

e Fed. Cir.
Reversed ... “fact question” on suggestion test
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KSR contd

e “We begin by rejecting the rigid approach of
the Court of Appeals.”
e Asserted claim?
“‘marketplace ... created a strong incentive to
convert mechanical ... to electronic pedals”

Phosita “could have combined Asano with a
pedal position sensor in a fashion encompassed
by claim 4, and would have seen the benefit of
doing so.”
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KSR contd

e S. Ct.’s view of the phosita?

“A person of ordinary skill is also a person of
ordinary creativity, not an automaton.”

“a court can take account of the inferences and
creative steps that a person of ordinary skill in the
art would employ.”

e Phosita is good at remixing components

“‘will be able to fit the teachings of multiple patents
together like pieces of a puzzle”
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Remember ...
Great Atlantic & Pacific Tea (S. Ct. 1950)

e Grocery store counter claim struck down
¢ In effect, combination claims are presumptively unpatentable
for obviousness
“Courts should scrutinize combination patent claims with a
care proportioned to the difficulty and improbability of finding
invention in an assembly of old elements.” / “rather severe
test”

“This case is wanting in any unusual or surprising
consequences from the unification of the elements here
concerned ... ."

e Appropriate if a phosita is good at remixing “old elements”
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KSR contd

e Fate of Great Atlantic?

“Neither the enactment of § 103 nor the analysis in
Graham disturbed this Court’s earlier instructions
concerning the need for caution in granting a patent based
on the combination of elements found in the prior art.”
(then, quote from GA)
e “a court must ask whether the improvement is more
than the predictable use of prior art elements

according to their established functions”
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KSR contd

e Likely would have been obvious

Combination of familiar elements according to
known methods, with predictable results

Substitution, in a known structure, of one known
elements for another, with predictable results

e Likely would not have been obvious
Prior art teaches away from the combination
Elements work together in an unexpected way
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KSR contd

e Social cost of mistaken grants

“Granting patent protection to advances that
would occur in the ordinary course without real
innovation retards progress and may, in the case
of patents combining previously known elements,
deprive prior inventions of their value or utility.”

“the results of ordinary innovation are not the
subject of exclusive rights under the patent laws”
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PTO’s § 103 Rationales (Oct '07)

Combining prior art elements according to known methods to
yield predictable results

Substituting one known element for another to obtain predictable
results

Using known technique to improve similar items in the same way
Applying known technique to known item that's ready for
improvement to yield predictable results

“Obvious to try” - choosing from a finite number of identified,
predictable solutions, with reasonable expectation of success
Varying known work in one field for use in the same, or a
different, field in response to market forces, in predictable ways
Modifying or combining prior art based on a teaching,
suggestion, or motivation from the prior art




Other rules of thumb ... ?

e In re Comiskey, 499 F.3d 1365 (Fed Cir
2007) (§ 101 case)

e Some claims remanded for § 103 analysis

“The routine addition of modern electronics to an
otherwise unpatentable invention typically creates
a prima facie case of obviousness.”

Citing KSR and Leapfrog
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What’s coming ... ?

e Sharper fights about level-of-skill finding

Daiichi v. Apotex, 501 F.3d 1254 (Fed Cir 2007)

[ Does fact status of skill level undermine Markman ? ]
e Sharper fights about what’s analogous art

In re Icon Health, 496 F.3d 1374 (Fed Cir 2007)

The fact “that Teague, by addressing a similar problem,
provides analogous art ... goes a long way toward
demonstrating a reason to combine”

e Sharper fights about secondary considerations
Especially long-felt need and others’ failures
e Enablement ~ easier to show this now?
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